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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 



Double Patenting 



1. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All F.2d438, 164 USPQ 619 (CCPA 
1970);and, /// re Thorington, 4r8 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutoiy double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 . 1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a teiminal 
disclaimer. A teiminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 



Double Patenting Rejections Based on US 6.221,654 Bl 



2. Claim 1 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 5 and 22 or the combination of 
claims 5 and 23 of U.S. Patent No. 6,221,654 Bl. Although the conflicting claims are not 
identical, they are not patentably distinct fi'om each other because the combination of claims 5 
and 22 and the combination of claims 5 and 23 meet all of the limitations of claim 1 of the 
instant application. 
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Art Unit: 1753 

3. Claim 2 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 5, 14, and 22 of U.S. Patent No. 
6,221,654 Bl. Claim 1, from which claim 2 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct fiom each other because 
claim 14 provides the additional limitation required by claim 2. 

4. Claim 3 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 5, 19, and 22 of U.S. Patent No. 
6,22 1 ,654 B I . Claim 1 , fi^om which claim 3 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claim 19 essentially provides the additional limitation required by claim 2. 



5. Claim 4 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 5, 19, and 22 of U.S. Patent No. 
6,221,654 Bl . Claim 1, from which claim 4 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claim 19 essentially provides the additional limitation required by claim 4. It would have been 
obvious to one with ordinary skill in the art at the time of the invention to place the valve 
doAvnstream of the branch point because if it is placed upstream of the branch point and closed 
than sample can not enter any of the branches of the branch point; that is, if the valve is placed 
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upstream of the branch point it will not be effective to allow or curtail flow through a particular 
channel. 

• 6. Claim 5 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 5, 15, and 22 of U.S. Patent No. 
6,221,654 Bl . Claim 1, fiom which claim 5 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claim 15 essentially provides the additional limitation required by claim 5. 

7. Claim 6 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 2, 5, and 22 of U.S. Patent No. 
6,221 ,654 Bl . Claim 1 , from which claim 6 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claim 2 provides the additional limitation required by claim 6. 

8. Claim 7 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3, 5, and 22 of U.S. Patent No. 
6,22 1,654 Bl Claim 1, from which claim 7 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claim 3 provides the additional limitation required by claim 7. 
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9. Claim 8 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 4, 5, and 22 of U.S. Patent No. 
6,221,654 B 1 in view of Pace (US 4,908,1 1 2). Claim 1, from which claim 8 depends, has been 
addj-essed above. The combination of claims 4, 5, and 22 meets all of the limitations of claim 8 
except that it does not mention a glass cover slip, only a transparent cover slip. However, using 
a glass cover slip to cover a microfluidic substrate was common at the time of the invention. 
Pace is one example of such a use of a glass cover slip. See the abstract; Figure 6; and col. 6, II. 
46-55. It would have been obvious to one with ordinary skill in the art at the time of the 
invention to use a glass cover as taught by Pace (who also teaches bonding the cover slip to the 
substrate) in the invention of the combination of claims 4, 5, and 22 because this will allow 
optical monitoring of the sample. See in Pace Figures 5 and 6 and col. 5, 11. 60-66. 

10. Claim 9 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 2, 4-6, and 22 of U.S. Patent No. 
6,221,654 Bl . Claim \ , from which claim 9 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claim 6 essentially provides the additional limitation required by claim 9. It would have beeti 
ob\aous to one with ordinary skill in the art at the time of the invention to also have the 
microscope hold the device because the device is small and thin (preamble to claim 1 and 
claim 2) and in fact can be covered by a cover slip (claim 4), which one with ordinaiy skill in the 
att v/ould understand to mean a microscope slide cover slip. 
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1 1 - Claim 1 0 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 5, 9, and 22 of U.S. Patent No. 
6,221,654 Bl in view of the CAPLUS abstract of Kawazumi et al. ("Laser fluorometry using a 
visible semiconductor laser and an avalanche photodiode for capillary electrophoresis," 
Analytical Sciences (1995), 1 1(4), 587-90) ("Kawazumi"). Claim 1, from which claim 10 
depends, has been addressed above. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because claim 9 essentially provides the additional 
limitation required by claim 10. The claims of U.S. Patent No. 6,221,654 Bl does not mention a 
semiconductor laser, claim 9 only requires a laser. Kawazumi teaches using a semiconductor 
laser for optical detection in capillary electrophoresis systems. See the abstract. It would have 
been obvious to one with ordinary skill in the art at the time of the invention to use a 
semiconductor laser and photodiode as taught by Kawazumi in the invention of the combination 
of claims 5, 9, and 22 of U.S. Patent No. 6,221,654 Bl because as taught by Kawazumi "[tjhese 
solid-state devices offer both reliability and compactness for instrumental design." The detection 
limit is also "comparable to that of the conventional laser fluorometry system with a gas laser 
and a photomultiplier." 



1 2. Claim 1 1 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3 and 13 of U.S. Patent No. 
6,221,654 BL Although the conflicting claims are not identical, they are not patentably distinct 
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from each other because (a) performing the method of claim 1 1 is essentially using the device of 
the combination of clams 3 and 13 as intended, and (b) it would have been obvious to one with 
ordinary skill in the art at the time of the invention to collect polynucleotides diverted into the 
first branch channel because the flow control unit is configured to selectively direct the 
polynucleotides to a branch channel and if the polynucleotides so directed are collected than they 
can be ftirther analysed or used in synthesis, such as PGR. 



1 3 . Claim 1 2 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3 and 13 of U.S. Patent No. 
6,221 ,654 Bl , Claim 1 1 , fiom which claim 12 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct fi-om each other because 
claim 3 requires the detection region to have a volume of between about 1 femtoliter and 1 
picoliter, thus it would have been obvious to have the polynucleotide concentration on the order 
of fM or pM. Ban ing a contraiy showing, such as unexpected results, a choice of polynucleotide 
concentration of about 100 M or 1 OOpM is arbitraiy. 



1 4. Claim 1 3 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3 and 13 of U.S. Patent No. 
6,221,654 Bl . Claim 1 1, fi-bm which claim 13 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct fi-om each other because 
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claim 3 requires the detection region to have a volume of between about 3 femtoliter and I 
picoliter. 

15. Claim 14 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3, 13, and 16 of U.S. Patent No. 
6,221,654 B1 . Claim 1 1 , from which claim 14 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claim 16 requires that the detector be an optical detector and quantitating the optical signal as 
claimed is then implied because claim 13 requires "each polynucleotide to be directed to a 
selected branch channel based on a measured level of reporter conesponding to the size of the 
polynucleotide molecule." 

1 6. Claim 1 5 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3, 6, 13, and 16 of U.S. Patent 
No. 6,221,654 Bl. Claim 14, from which claim 15 depends, has been addressed above. 
Although the conflicting claims are not identical, they are not patentably distinct from each other 
because claim 6 requires a fluorescence microscope and a fluorescent reporter. 

17. Claim 1 6 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3, 6, 12, 13, and 16 of U.S. 
Patent No. 6,221,654 Bl. Claim 15, from which claim 16 depends, has been addressed above. 
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Although the conflicting claims are not identical, they are not patentably distinct fi-om each other 
because claim 12 requires a optical reporter as claimed. 



18. Claim 1 7 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3 and 13 of U.S. Patent No. 
6,22 1 ,654 B 1 . Claim 1 1 , from which claim 1 7 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claims 3 and 13 require "a flow control responsive to the detector and acting to direct each 
polynucleotide molecules at the discrimination region into a selected branch channel." 



19. Claim 18 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3, 13, and 15 of U.S. Patent No. 
6,221,654 Bl. Claim 1 1, fi-om which claim 18 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claim 15 requires the flow control to comprise "a pressure differential, and wherein the flow of 
polynucleotide molecules is dii ected by adjusting the pressure at the outlet of each branch 
channel to allow or cuitail flow through the channel [emphasis added]." 

20. Claim 1 9 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3, 13, and 15 of U.S. Patent No. 
6,221,654 Bl. Claim 1 1, from which claim 19 depends, has been addressed above. Although the 
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conflicting claims are not identical, they are not patentably distinct from each other because 
claim 15 requires the flow control to comprise "a pressure differential, and wherein the flow of 
polynucleotide molecules is dii ected by adjusting the pressure at the outlet of each branch 
channel to allow or curtail flow through the channel [emphasis added]." 



2 1 . Claims 22-23 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over the combination of claims 3 and 13 of U.S. Patent 
No. 6,221,654 Bl. Claim 1 1, from which claim 22 depends, has been addressed above. 
Although the conflicting claims are not identical, they are not patentably distinct fi'om each othei* 
because barring a showing to the contrary, such as unexpected results, the size of the 
polynucleotide is arbitrary or will just depend on the sample, especially since such large size 
ranges are claimed. 



Double Patenting Rejections Based on US 6344325 Bl 



22. Claim 1 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Patent No. 6,344,325 Bl. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claim 1 meets all of the limitations of claim 1 of the instant application. 
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23 . Claim 2 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 18 of U.S. Patent No. 6,344,325 Bl. Claim 1, fn 
which claim 2 depends, has been addressed above. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because claim 18 provides the 
additional limitation required by claim 2. 



24. Claim 3 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 23 of U.S. Patent No. 6,344,325 Bl. Claim 1, from 
which claim 3 depends, has been addressed above. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because claim 23 essentially provides 
the additional limitation required by claim 3. 

25. Claim 4 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 24 of U.S. Patent No. 6,344,325 Bl. Claim 1, from 
which claim 4 depends, has been addressed above. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because claim 24 essentially provides 
the additional limitation required by claim 4. It would have been obvious to one with ordinary 
skill in the art at the time of the invention to place the valve downstream of the branch point 
because if it is placed upstream of the branch point and closed then sample can not enter any of 
the branches of the branch point; that is, if the valve is placed upstream of the branch point it will 
not be effective to allow or curtail flow through a particulai- channel. 
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26. Claim 5 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 19 of U.S. Patent No. 6,344,325 Bl. Claim 1, from 
which claim 5 depends, has been addressed above. Although" the conflicting claims ai-e not 
identical, they are not patentably distinct fi om each other because claim 19 essentially provides 
the additional limitation required by claim 5. 

27. Claim 6 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 3 of U.S. Patent No. 6,344,325 Bl. Claim 1, fiom 
which claim 6 depends, has been addressed above. Although the conflicting claims are not 
identical, tiiey are not patentably distinct fi-om each other because claim 3 requires the detection 
region to have a volume of between afout 1 fl and about 1 pi. This shows that the very small 
channel dimensions were contemplated, since the detection region is in the main channel. 
Barring a contrary showing, such as unexpected results, channel dimensions within the claimed 
ranges are just a mattei- of scaling the channel to the expected sample or analyte volume. 



28. Claim 7 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 3 of U.S. Patent No. 6,344,325 Bl. Claim 1 , from 
which claim 7 depends, has been addressed above. Although the conflicting claims are not 
identical, they are not patentably distinct fiom each other because claim 3 provides the additional 
limitation required by claim 7. 
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29. Claim 8 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 9 of U.S. Patent No. 6,344,325 Bl in view of Pace 
(US 4,908, 1 1 2). Claim 1 , from which claim 8 depends, has been addressed above. Claim 9 
meets all of the limitations of claim 8 except that it does not mention a glass cover slip, only a 
transparent cover slip. However, using a glass cover slip to cover a microfluidic substrate was 
common at the time of the invention. Pace is one example of such a use of a glass cover slip. 
See the abstract. Figure 6, and col. 6, 11. 46-55. It would have been obvious to one with ordinary 
skill in the art at the time of the invention to use a glass cover as taught by Pace (who also 
teaches bonding the cover slip to the substrate) in the invention of claim 8 because this will allow 
optical monitoring of the sample. See in Pace Figui-es 5 and 6 and col. 5, 11. 60-66. 



30. Claim 9 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 2 and 1 1 of U.S. Patent No. 
6,344,325 B1 Claim I , from which claim 9 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claim 1 1 essentially provides the additional limitation required by claim 9. It would have been 
obvious to one with ordinaiy skill in the art at the time of the invention to also have the 
microscope hold the device because the device is small and thin (preamble to claim I and clain 
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2) and in fact can be covered by a cover slip (claim 11), which one with ordinary skill in the art 
would understand to mean a microscope slide cover slip. 



3 1 Claim 1 0 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claim 14 of U.S. Patent No. 6,344,325 
Bl in view of the CAPLUS abstract of Kawazumi et al. ("Laser fluorometry using a visible 
semiconductor laser and an avalanche photodiode for capillary electrophoresis," Analytical 
Sciences (1995), 1 1(4), 587-90) ("Kawazumi"). Claim 1, from which claim 10 depends, has 
been addressed above. Although the conflicting claims are not identical, they are not patentably 
distinct fiom each other because claim 14 essentially provides the additional limitation required 
by claim 10. The claims of U.S. Patent No. 6,344,325 Bl does not mention a semiconductor 
laser, claim 14 only requires a lasei". Kawazumi teaches using a semiconductor laser for optical 
detection m capillai y electrophoresis systems. See the abstract. It would have been obvious to 
one with ordinary skill in the ait at the time of the invention to use a semiconductor laser and 
photodiode as taught by Kawazumi in the invention of claim 14 of U.S. Patent No. 6,344,325 B 1 
because as taught by Kawazumi "[t]hese solid-state devices offer both reliability and 
compactness for instrumental design." The detection limit is also "comparable to that of the 
conventional laser fluorometr}' system with a gas laser and a photomultiplier." 
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32. Claim 1 1 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 3 of U.S. Patent No. 6,344,325 Bl. Although the 
conflicting claims are not identical, they ai e not patentably distinct from each other because 
claim 3 essentially meets all of the limitations of claim 1 1 of the instant application. 



33. Claim 1 2 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 2 and 3 of U.S. Patent No. 
6,344,325 Bl . Although the conflicting claims ai-e not identical, they are not patentably distinct 
from each other because the combination of claims 2 and 3 essentially meets all of the limitations 
of claim 12 of the instant application. 



34. Claim 1 3 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 2 and 3 of U.S. Patent No. 
6,344,325 Bl. Claim 1 1, from which claim 13 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct fi-om each other because 
claim 2 requires the detection region to have a volume of between about 3 femtoliter and 1 
picoliter. 



Application/Control Number: 10/021,850 
Alt Unit: 1753 



Page 16 



35. Claim 14 is l ejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3 and 4 of U.S. Patent No. 
6,344,325 Bi Claim 1 1, fiom which claim 14 depends, has been addi-essed above. Although th 
conflicting claims are not identical, they aie not patentably distinct fi-om each other because 
claim 4 provides the additional limitation required by claim 14. 



36. Claim 15 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3, 4, and 1 1 of U.S. Patent No. 
6,344,325 Bl Claiin 14, from.which claim 15 depends, has been addressed above. Although the 
conflicting claims are not identical, they aie not patentably distinct fi'om each other because 
because claim 1 1 requires a fluorescence microscope and a fluorescent reporter. 



37. Claim 16 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3, 4, and 17 of U.S. Patent No. 
6,344,325 Bl . Claim 15, from which claim 16 depends, has been addressed above. Although the 
conflicting clairhs are not identical, they are not patentably distinct from each other because 
claim 17 requires an optical reporter as claimed. 
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38 . Claim 1 7 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claim 3 of U.S. Patent No. 6,344,325 
Bl. Claim 1 1 , from which claim 17 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
Claim 1 requires "directing polynucleotide molecules in the flow that have a selected size into 
branch channel originating at the branch point discrimination region." 



39. Claim 1 8 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable o ver the combination of claims 3 and 19 of U.S. Patent No. 
6,344,325 B 1 Claim 1 1, from which claim 18 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claim 19 requires the flow control to comprise "a pressure differential, and wherein the flow of 
polynucleotide molecules is directed by adjusting the pressure at the outlet of each branch 
channel to allow or curtain [sic] flow through the channel [emphasis added]." 



40, Claim 19 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3 and 19 of U.S. Patent No. 
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6,344,325 Bl. Claim 1 1, fiom which claim 19 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claim 19 requires the flow control to comprise "a preissure difTerential, and wherein the flow of 
polynucleotide molecules is directed by adjusting the pressure at the outlet of each bi anch 
channel to allow or curtain [sic] flow through the channel [emphasis added]." 



4 1 . Claim 2 1 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3 and 6 of U.S. Patent No. 
6,344,325 Bl . Claim 1 1, from which claim 21 depends, has been addressed above. Although the 
conflicting claims aie not identical, they are not patentably distinct from each other because 
claim 6 provides the size range required by claim 21. 



42. Claim 22 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3 and 7 of U.S. Patent No. 
6,344,325 Bl Claim 21, from which claim 22 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claim 7 provides the size range required by claim 22. 
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43. Claim 23 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3 and 8 of U.S. Patent No. 
6,344,325 Bl Claim 22, from which claim 23 depends, has been addressed above. Although the 
conflicting claims are not identical, they are not patentably distinct fi'om each other because 
claim 8 provides the size range required by claim 23. 



44. Claim 24 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over the combination of claims 3 and 4 of U.S. Patent No. 
6,22 1,654 B 1 Although the conflicting clamis are not identical, they are not patentably distmcl 
fi om each other because performing the method of claims 3 and 4 would involve perfomiing the 
method of claim 24. 

Claim Rejections - 35 USC § 112 

45, Claim 15 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regai ds as 
the invention: 

a) Claim 15 recites the limitation "said optical signal from an optical signal'' in lines 1-2. 
There is insufficient antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 102 

46. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that foi m the 
basis for the rejections under tliis section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) tlie invention was piiicnled or cicsciibecl in a printed publication in this or a foreign country or in public use or on 
sale in Ibis auiiury, more llian one year piior to the date of appliciition for patent in the tJnited States. 

47. - Claim 24 is rejected under 35 U.S.C. 102(b) as being cleai'ly anticipated by Chin 
(US 5,096,554). See the abstract; col. 5:4-1 1; and col. 9:4-16; and Figure 3. 



Allowable Subject Matter 

48. Claim 20 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent fonn including all of the limitations of the base claim and 
any intervening claims. 

49. The following is a statement of reasons for the indication of allowable subject matter: 
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Claim Rejections - 35 USC § 102 

46. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that fonii the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale m this coiuitiy, more tlian one year prior to the date of application for patent in the United States. 

47. Claim 24 is rejected under 35 U.S.C. 102(b) as being cleai'ly anticipated by Chin 
(US 5,096,554). See the abstract; col. 5:4-11; and col. 9:4-16; and Figure 3. 



Allowable Subject Matter 

48. Claim 20 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten m independent fomi including all of the limitations of the base claim and 
any intervening claims. 



49. 



The following is a statement of reasons for the indication of allowable subject matter: 
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a) Claim 20: the combination of limitations requires the diverting to include "a 
mechanical swilch effective to direct (i) a fragment having said selected size to enter said 
first b] anch channel, and (ii) a fragment not having said selected size to enter said second 
branch channel." The claims in US 6,344,325 Bl only disclose diverting molecules using 
a pair of electrodes (claim 1 8) or by adjusting the pressure at the outlet of each branch 
channel (claim 19). Similarly, the claims in US 6,221,654 Bl only disclose diverting 
molecules using a paii- of electrodes (claims 14 and 29) or by adjusting the pressure at the 
outlet of each branch channel (claim 15). 



50. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALEX NOGUEROLA whose telephone number is (571) 272- 
1 343. The exammer can normally be reached on M-F 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, NAM NGUYEN can be reached on (571) 272-1342. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-fi-ee). 
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Primary Examiner 
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